REMARKS 

I. Introduction 

With the addition herein of claims 20 to 22, claims 10 to 22 are 
pending in the present application. In view of the foregoing amendments and the 
following remarks, it is respectfully submitted that all of the presently pending claims 
are allowable, and reconsideration is respectfully requested. 

Applicants note with appreciation the acknowledgment of the claim for 
.foreign priority and the indication that all certified copies of the priority documents 
have been received. 

Applicants thank the Examiner for considering the previously filed 
Information Disclosure Statement, PTO-1449 paper and cited references. 

II. Rejection of Claim 17 Under 35 U.S.C. § 112 

As regards the rejection of claim 17 under 35 U.S.C. § 112, second 
paragraph, the Examiner will note that claim 17 now ultimately depends from claim 
12, which provides antecedent basis for "the second pressure plate." It is therefore 
respectfully submitted that the present rejection is moot, and withdrawal of this 
rejection is respectfully requested. 

III. Allowable Subject Matter 

Applicants note with appreciation the indication of allowable subject 
matter contained in claims 12 to 15. In this regard, the Examiner will note that claim 
12 has been rewritten in independent form to include all of the limitations of its base 
claim, i.e. . claim 10 as filed. It is therefore respectfully submitted that claim 12 is in 
condition for immediate allowance. Claims 13 to 15 ultimately depend from claim 12 
and are therefore also in condition for immediate allowance. 

Furthermore, claims 11, 16, 18 and 19 have been amended herein 
without prejudice to depend from claim 12, and claim 17 now ultimately depends 
from claim 12. It is therefore respectfully submitted that claims 1 1 and 16 to 19 are 
in condition for immediate allowance. 

IV. Rejection of Claims 10, 11, 16. 18 and 19 Under 35 U.S.C. § 102(e) 

Claims 10, 11, 16, 18 and 19 were rejected under 35 U.S.C. § 102(e) 
as anticipated by U.S. Patent No. 6,062,533 ("Kappel"). It is respectfully submitted 
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that claims 10, 11, 16, 18 and 19 are not anticipated by Kappel for the following 
reasons. 

As an initial matter, Applicants note that the text of 35 U.S.C. § 102(e) 
presented in the Office Action is not applicable to the present rejection since U.S. 
Patent No. 6,062,533 is not "a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000." 

Notwithstanding the foregoing, claim 10 relates to a fuel injector having 
a piezoelectric or magnetostrictive actuator, a valve closing element that acts 
together with a valve seat face to form a seal seat, and a temperature compensation 
device including a housing that is elastically deformable along a direction of 
actuation of the actuator. Claim 10 recites that the temperature compensation 
device further includes at least one throttle that connects an interior space of the 
housing with a fuel inlet of the fuel injector, and that a cross-section of the throttle is 
dimensioned so that entry and exit of fuel into the housing is enabled when there is 
a temperature-caused change in length of components of the fuel injector. 

In contrast to claim 10, Kappel simply refers to a magnetostrictive or 
electrostrictive actuating element 12, which is supported by housing 1 and moves a 
pressure piston 11. See col. 9, lines 26 to 29 and lines 39 to 40. A piston chamber 
9 is provided in the pressure piston 1 1 , which is filled with a fluid 6 via a piston 
conduit 20. See col. 10, lines 27 to 28. The piston conduit 20 is configured so that it 
discharges into a recess of the pressure piston 1 1 that is in turn connected to the 
piston chamber 9. See col. 10, lines 30 to 32. Such an arrangement purportedly 
assures a filling of the piston chamber 9 with fluid despite movement of the pressure 
piston 11. See col. 10, lines 32 to 34. 

In this regard, it is respectfully submitted that Kappel does not 
disclose, or even suggest, a temperature compensation device, which includes a 
housing that is elastically deformable, and at least one throttle that connects an 
interior space of the housing with a fuel inlet of the fuel injector and is dimensioned 
in cross-section so that entry and exit of fuel into the housing is enabled when there 
is a temperature-caused change in length of components of the fuel injector, as 
recited in claim 10. Indeed, it is respectfully submitted that Kappel does not 
disclose, or even suggest, a temperature compensation device at all. The Office 
Action asserts on page 3 that the primary drive assembly 5 embodied as a piston- 
shaped piezo actuator is a housing of a temperature compensation device but does 
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not identify specifically the temperature compensation device or how it operates. 
The Office Action also asserts on page 3 that the piston conduit 20 is a throttle of 
the unidentified compensation device. However, the piston conduit 20 does not 
connect an interior space of the piezo actuator as asserted by the Office Action but 
instead connects an interior space of the pressure piston 1 1, the housing 1 of which 
is in no manner disclosed as being elastically deformable. See e.g., Fig. 1 and 
related text. Moreover, a cross-section of the piston conduit 20 is not disclosed by 
Kappel as dimensioned so that entry and exit of fuel into the housing 1 is enabled 
when there is a temperature-caused change in length of components of the fuel 
injector. Accordingly, for at least these reasons it is respectfully submitted that 
Kappel does not in any manner identically disclose, or even suggest, all of the 
features of claim 10. Accordingly, it is respectfully submitted that Kappel does not 
anticipate claim 10. 

As indicated above, claims 11, 16, 18 and 19 have been amended 
herein without prejudice to depend from claim 12, which was indicated to include 
allowable subject matter. It is therefore respectfully submitted that the present 
rejection is moot with respect to claims 11, 16, 18 and 19. 

In view of the foregoing, withdrawal of this rejection is respectfully 

requested. 

V. New Claims 20 to 22 

New claims 20 to 22 have been added herein. It is respectfully 
submitted that new claims 20 to 22 add no new matter and are fully supported by the 
present application, including the Specification. Claims 20 to 22 depend from claim 
10. It is therefore respectfully submitted that claims 20 to 22 are patentable over the 
reference relied upon for at least the same reasons given above in support of the 
patentability of claim 10. 
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VI- Conclusion 

It is therefore respectfully submitted that all of the presently pending 
claims are allowable. All issues raised by the Examiner having been addressed, an 
early and favorable action on the merits is earnestly solicited. 



Respectfully submitted, 
KENYON & KENYON 



Dated: 




One Broadway 

New York, New York 10004 

(212) 425-7200 

CUSTOMER NO. 26646 
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